
Remembering the Consumer on the Advent of ICANN's
New gTLD Expansion*

INTRODUCTION

The Internet traces its roots back to the late 1960s when
"computers at Stanford and UCLA connected for the first time."'
There were incremental advancements from that point forward, but
the start of the Internet boom came in the mid-1990s.2 Between 1995
and 1999 the number of Internet users increased from around 16
million to near 250 million.3 This trend has continued, and it was
estimated that there were around 2.4 billion people who use the
Internet ("end users") as of June 2012.4 As the Internet continues to
expand, one crucial question becomes whether the Internet
infrastructure is capable of adequately supporting the exponentially
increasing volume.

The Internet Corporation for Assigned Names and Numbers
("ICANN"), responsible for maintaining the Internet domain name
system,5 believes the answer to this question is "no" and, as a result, is
in the midst of implementing a sweeping change to a fundamental
aspect of the Internet infrastructure.6 ICANN is currently in the
process of rolling out a new generic top-level domain ("gTLD")
system to help support the increased demand for viable website
addresses. This program will potentially change the way the Internet
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is structured and may impact everyone from large companies to end
users.8

One of the biggest concerns surrounding these dramatic changes
is the potential impact on trademark law and fair competition.'
Trademark law has three basic interests: the consumer, the trademark
owner, and competitors."o Often trademark issues are analyzed
principally from the perspective of the trademark owner while
subjugating consumers' considerations or ignoring them altogether."
Regardless of the impact on trademark owners and competitors, there
is a high likelihood that consumers will suffer adverse impacts
resulting from the expansion of top-level domains. Trademark law
can affect consumers within the realms of consumer confusion,
efficiency, and monetary cost. ICANN's new program will likely have
negative ramifications in all of these areas.

Analysis proceeds in four parts. Part I provides basic technical
background on Internet protocol and the domain name system. It
goes on to explain ICANN's role in the domain name system, how
that role led to the new gTLD program, and an overview of the
pertinent program details. Part II discusses the various protections
ICANN implemented in response to potential trademark issues raised
by the new gTLD program and illustrates how these protections are
all tailored to the trademark owner. Part III unpacks the relevant
trademark issues through the lens of the consumer. This analysis
focuses on how the gTLD expansion creates a problem of scope and

Choosing-an-Ideal-Domain-Name&id=1846139 (last visited Jan. 12, 2013) ("When picking
out a domain name, try to make it short and easy to remember as well .... For instance,
instead of 'tipsforeveryperson.com', 'tips.com' will help users remember and will also be
easy to type .... ).

8. See Frequently Asked Questions, supra note 6.
9. See, e.g., MICHAEL L. KATZ ET AL., REPLY TO COMMENTS ON AN ECONOMIC

FRAMEWORK FOR THE ANALYSIS OF THE EXPANSION OF GENERIC TOP-LEVEL
DOMAIN NAMES 5, 8-9 (2010), http://www.icann.org/en/topics/new-gtids/analysis-
response-economic-framework-21febll-en.pdf (providing a number of public comments,
many concerning trademark and competition concerns); Jeff Ernst, 3 Major Concerns for
Brands over ICANN's New Domain Registry Options, MASHABLE (Jan. 12, 2012), http://
mashable.com/2012/01/12/gltd-registration-concerns/ (discussing brand owners' concerns
stemming from gTLD expansion); Joshua Jarvis, New gTLDs Still On Track Despite
Trademark Concerns, TRADEMARK & COPYRIGHT L. BLOG (Apr. 2, 2010), http://www.
trademarkandcopyrightlawblog.com/2010/04/articles/domain-names/new-gtlds-still-on-
track-despite-trademark-concerns/ (looking at the issue of cybersquatting and trademark
infringement stemming from gTLDs).

10. See J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR
COMPETITION § 2:1 (4th ed. 2011).

11. See Deborah R. Gerhardt, Consumer Investment in Trademarks, 88 N.C. L. REV.
427,427 (2010).
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adaptation leading to a potential for increased consumer confusion
and decreased efficiency. The analysis further considers how the
expansion leads to both increased cost of products and services and
unintended monopolies that subject consumers to monopoly rents.
Finally, Part IV proposes remedies to minimize the negative
consumer impact resulting from the gTLD expansion.

I. BACKGROUND: INTERNET STRUCTURE, ICANN, AND
THE NEW GTLD PROGRAM

Most Internet users understand how to use the Internet within
the framework of a web browser, but do not understand how the
Internet works or the appropriate terminology. What follows is a
brief primer on the terminology and the mechanics of the Internet.
URL stands for "uniform resource locator" and is the process used to
connect computers together on the Internet.12 The term "URL" is
synonymous with Internet web addresses (e.g.
http://www.Amazon.com)." Computers connected to the Internet are
assigned Internet protocol ("IP") addresses through URLs. An IP
address functions like a phone number, which can be dialed and
connected to by other computers on the Internet. 14 IP addresses are
long and sometimes dynamic, so requiring the end user to manually
input these numerical strings to navigate to various web pages is
impractical and inefficient." The Domain Name System ("DNS") was
created to remedy this problem.16 The DNS translates URLs into
their correct IP addresses so that end users do not need to remember
long strings of potentially dynamic numbers.1

The DNS is a hierarchical system where top-level domains
("TLDs") each branch out and are divided into second-level domains,
which similarly divide into third-level domains, etc." For example, in

12. See MERRIAM-WEBSTER'S COLLEGIATE DICTIONARY 1377 (11th ed. 2005); see
also Paul Gil, The Anatomy of Internet URL's: Understanding Internet Addresses,
ABOUT.COM, http://netforbeginners.about.com/cs/browsing/a/blurl-anatomy.htm (last
visited Jan. 12, 2013).

13. See MERRIAM-WEBSTER'S COLLEGIATE DICTIONARY, supra note 12, at 371; see
also, Paul Gil, What Is an 'IP Address'? Is It the Same as 'Domain Name'?, ABOUT.COM,
http://netforbeginners.about.com/od/i/f/ip-address.htm (last visited Jan. 12, 2013).

14. Stephanos Piperoglou, Anatomy of an http URL, WEBREFERENCE, http://www.
webreference.com/html/tutorial2/2.htm (last visited Jan. 12, 2013).

15. Id.
16. Id.
17. Id.
18. Robert C. Scheinfeld & Parker H. Bagley, Expanding Domains: A Primer on the

New gTLDs, LAW.COM (Dec. 5, 2011), J J5co 4
/article.jsp?id=1202534331787&slreturn=1 (this website links to current hosting of the
article at LexisNexis).
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the web address http://mail.google.com, "com" is the TLD, "google"
is the second-level domain, and "mail" is the third-level domain."
Historically, the TLDs have been largely restricted, with users only
able to register second-level domains on the small number of existing
TLDs. 20 These TLDs include ".com," ".net," ".org," ".edu," and a
handful that are less common.2 1 Multiple TLDs exist primarily
because there are space limitations for meaningful web addresses on a
given TLD.22 In light of the fundamental space limitations, the
government set up these TLDs loosely based on the purpose of the
corresponding websites.23 For example, ".edu" is reserved for
American higher education institutions and ".gov" is restricted to use
by government entities.24

The United States government was originally responsible for
DNS oversight, but oversight was ultimately privatized due to a
number of factors.25 "On July 1, 1997, as part of the Administration's
Framework for Global Electronic Commerce, the President directed
the Secretary of Commerce to privatize the management of the
domain name system . ... "26 The government privatized the DNS to
promote stability, competition, reactivity, and global representation.2 7

ICANN, a non-profit corporation, was created to oversee the Domain
Name System and also to accredit domain name registrars.28 ICANN
was formed in 1998 under the ideal of "keeping the Internet secure,
stable and interoperable," and additionally to "promote[] competition

19. See id.
20. For a thorough chronological history of the DNS, see History of DNS,

CYBERTELECOM, http://www.cybertelecom.org/dns/history.htm (last updated Sept. 18,
2012).

21. Top-Level Domains (gTLDs), ICANN, http://archive.icann.org/en/tlds/ (last
visited Jan. 12, 2013).

22. See ICANN, NEW GTLD BASICS: NEW INTERNET EXTENSIONS 13-14, http://
archive.icann.org/en/topics/new-gtlds/basics-new-extensions-21ju11l-en.pdf.

23. See WWW FAQs: What Are the Top-Level Domains?, BOUTELL.COM, http://www.
boutell.com/newfaq/definitions/domains.htm (last visited Jan. 12, 2013).

24. Id.
25. See History of DNS, supra, note 20 ("The forces were the backlash from [Network

Solutions, Inc. ("NSI")]'s $50 a year domain name registration fee, NSI's attempt to
become final arbiter of what domain names could and could not be registered, and
trademark owners concerns over infringing domain name registrations."). NSI was
selected in 1993 to provide domain name registration services. Id.

26. Memorandum of Understanding Between the U.S. Dep't of Commerce and the
Internet Corp. for Assigned Names and Numbers (Nov. 25, 1998), available at http://www.
ntia.doc.gov/page/1 998/memorandum-understanding-between-us-department-commerce-
and-internet-corporation-assigned-.

27. See id.
28. FAQs, ICANN, http://www.icann.org/en/about/participate/what (last visited Jan.

12, 2013) (scroll down to the question "What is ICANN?").
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and develop[] policy on the Internet's unique identifiers."2 9

Specifically, ICANN's founding documents included that "[t]he new
corporation should ... oversee policy for determining ... the
circumstances under which new top-level domains are added to the
root system . .. ."o To this end, ICANN has continually worked to
increase the number of TLDs available."1 ICANN has already
completed two prior rounds of new TLD introduction, one in 2000
and another in 2004.32 In the prior expansions, ICANN limited and
selected the newly introduced TLDs.33 Today, there are twenty-one
unique TLDs in use, but ".com" is the most common.34

In June of 2008, ICANN received board approval to move
forward with a new "gTLD" expansion program including sale of
TLDs to private entities.35 ICANN has stated the purpose of this
expansion is threefold: (1) to "[r]emove existing limitations to ...
gTLDs which do not reflect growing Internet reality and needs"; (2)
to "[c]reate [a] platform to innovation in the industry and Internet";
and (3) to "[o]pen doors to increase choice and competition in the
market place." 36 The program allows ICANN registrants to create
new TLDs. ICANN envisions TLDs such as ".brand," ".generic,"
".city," or ".acronym" to name a few.37 Therefore, specific examples
would be "anything.google," "anything.shoes," "anything.atlanta," or
"anything.UPS," respectively. Over the next several years, ICANN
went through policy development, applicant guidebook writing and
revision, and public communication campaigns.39 In June of 2011,
ICANN announced that the program was complete and registration
would begin in January 2012.40

29. What Does ICANN Do?, ICANN, http://www.icann.org/en/about/participate/what
(last visited Jan. 12, 2013).

30. Improvement of Technical Management of Internet Names and Addresses, 63
Fed. Reg. 8826, 8827-28 (1998).

31. See Frequently Asked Questions, supra note 6.
32. Id.
33. See id. In the prior expansion, there was a combination of sponsored and

unsponsored TLDs. See Top-Level Domains (gTLDs), supra note 21. The sponsored
TLDs were proposed by a specific community (for example, the Society for Human
Resource Management sponsored the ".jobs" TLD) and then approved or denied by
ICANN, but there was no provision for private companies to purchase TLDs. See id.

34. See Scheinfeld & Bagley, supra note 18.
35. See Frequently Asked Questions, supra note 6.
36. See ICANN, supra note 22, at 13 (showing a timeline from a presentation on the

new gTLD program).
37. See id. at 7.
38. Id.
39. See id. at 12.
40. See Scheinfeld & Bagley, supra note 18.
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The TLD registration process, however, is very different from
the registration of a second-level domain name.4 1 Registration of a
second-level domain name only requires visiting a registrar online,
finding an available domain name, and then paying the registration
fee.42 On the other hand, TLD registration means that the registrant is
signing up to be the administrator of that TLD registry, not just a
user.43 There is a ten-year commitment to ICANN, with significant
responsibilities that accompany acquiring a TLD registry.4 4 There are
even third-party companies available to manage these responsibilities
for entities that want a TLD but do not want to manage the registry.45

All of this complexity comes with a significant price tag. A gTLD
application costs $185,000.46 "In addition to the $185,000 application
fee and the escrowing of three full years of operating costs, an annual
payment of $25,000 must be made to ICANN, which covers only the
first 50,000 domains. Any amount over that is $0.25 per domain." 47

"[M]ost experts estimate that the total fees and costs associated with
the application and evaluation process, together with operational
costs and legal fees, could run as high as US $2 million over a one- to
two-year period."48 For comparison, the cost to register a second-level
domain on the ".com" TLD can be as low as $2.95 per year.49

41. See Frequently Asked Questions, supra note 6.
42. See, e.g., GoDADDY.COM, http://www.godaddy.com/ (last visited Jan. 12, 2013).
43. See ICANN, supra note 22, at 18 (warning "ATTENTION! Not for individuals.

This is a business commitment to become a REGISTRY!").
44. See ICANN, supra note 22, at 9 (asserting that a gTLD registry "[i]s a business

with very specific technical requirements"); Benefits and Risks of Operating a New gTLD,
ICANN: NEW GENERIC TOP-LEVEL DOMAINS, http://newgtlds.icann.org/en
/about/benefits- risks (last visited Jan. 12, 2013) (listing responsibilities including
"Investment," "Contractual restrictions," and "Staffing."); Elisa Cooper, Top Ten New
gTLD Gotchas, THE MARK MONITOR BLOG (Jul. 15, 2010, 2:32 PM), https://www.
markmonitor.com/mmblog/top-ten-new-gtld-gotchas/ (noting the ten-year commitment).

45. See, e.g., gTLD Services, ARCHITELOS, http://architelos.com/services/ (last visited
Jan. 12, 2013) ("We also offer you the opportunity to outsource the operation of your
gTLD to Architelos."); New gTLD Service, CORPORATION SERVICE COMPANY, https://
www.cscglobal.com/global/web/csc/newgtlds.html (last visited Jan. 12, 2013) ("CSC's New
gTLD Service provide [sic] a total outsource solution for the launch, technical operation
and ongoing management of your New gTLD.").

46. See Frequently Asked Questions, supra note 6.
47. Lynne Boisineau, Ten Things You May Not Know About the New gTLDs,

McDERMOTT, WILL & EMERY, http://www.mwe.com/info/pubs/Top_10_gTLDs.pdf (last
visited Jan. 12, 2013) (account required).

48. Jaime Angeles et al., To TLD or Not to TLD, That Is the Question, INTA BULL.,
Nov. 1, 2010, at 5, http://www.inta.org/INTABulletin/Documents/Vol65Nol9.pdf.

49. See, e.g., GODADDY.COM, supra note 42.
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The timing of ICANN's gTLD program is noteworthy since
registration is not open indefinitely.s ICANN began accepting
applications for new gTLDs on January 12, 2012, and closed the
application window on April 12, 2012.1' Once the application window
closed, the applications were made public and the evaluation process
began. 2 According to ICANN, "[s]ome new gTLDs will clear the
process late in [2012], and be ready for delegation in early 2013.
Other new gTLDs will have a longer path."13 ICANN has stated that
there will be additional application windows in the future but exact
timing is currently unknown and dependent in part on evaluation of
the first application window.54 Some commentators question if there
will ever be another opportunity to register."

II. ICANN-ENABLED PROTECTIONS AND REMEDIES
FOR TRADEMARK OWNERS

One of ICANN's stated motives for launching the new gTLD
program is to encourage competition.56 Yet ICANN is aware of and
appreciates the resulting trademark implications as they relate to
trademark owners. In an attempt to proactively discourage unfair
competition and quell the fears of trademark owners," ICANN
implemented a series of controls and remedies to help protect brand
owners' trademarks. 8

One such control is an objection period ICANN enabled that
opened shortly after the application window closed and closed five

50. See New gTLDs: What to Expect in 2012, ICANN: NEW GENERIC TOP-LEVEL
DOMAINS, http://newgtlds.icann.org/en/announcements-and-media/announcement-
23janl2-en (last visited Jan. 12, 2013).

51. Id.
52. Id.
53. Id.
54. ICANN, GTLD APPLICANT GUIDEBOOK § 1.1.6 (2012) [hereinafter

GUIDEBOOK], http://newgtlds.icann.org/en/applicants/agb/guidebook-full-11janl2-en.pdf.
55. See, e.g., Boisineau, supra note 47 ("Although the goal is to offer the next

application round within a year after the April 12, 2012, close of the initial application
round, it will likely be three to five years before there is a second opportunity to apply for
one of the new gTLDs-if ever.").

56. See supra Part I (discussing ICANN's stated objectives).
57. See, e.g., KATZ ET AL., supra note 9, at 13-14.
58. See, e.g., Phillip Barengolts & David Beeman, Trademark Protection in ICANN's

New Generic Top-Level Domain ("gTLD") Space Will Require Diligence by Trademark
Owners, PATTISHALL IP BLOG (Nov. 8, 2011), http://blog.pattishall.com
/2011/11/08/trademark-protection- in- icann's- new-generic-top-level -domain -"gtid" -space-
will-require-diligence-by-trademark-owners/ (listing as protections a "Procedure for
Objecting to Proposed Top-Level Domain Names," a "Trademark Clearinghouse," a
"Trademark Claims Service," a "Sunrise Period," and a "Uniform Rapid Suspension
System for Second-Level Domain Names").
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months later.59 This window allows trademark owners to review the
list of gTLDs applications and file disputes on any of the following
grounds: "1) 'existing legal rights,' e.g., ownership of a registered or
unregistered trademark; 2) string confusion (i.e., confusion between
two applied-for TLDs); 3) limited public interest objection; and 4)
community objection."60

In addition to the ability to object to gTLDs, ICANN has also
provided trademark owner protections for second-level domains on
the new gTLDs.61 These protections include the establishment of a
trademark clearing house, mandatory sunrise periods for all new
gTLDs, a trademark claims service, a uniform rapid suspension
system, and a dispute resolution procedure.62 The trademark clearing
house is "a central repository for trademark information submitted by
trademark owners."6 3 The clearing house is responsible for supporting
the sunrise periods and the claims service.64 Each new gTLD is
required to provide a sunrise period where trademark owners are
allowed the right of first refusal on second-level domain names on the
new gTLD in their trademarks.65 These rights of first refusal,
however, are limited to the trademarks as they are filed with the
clearing house.66 "The Trademark Claims Service will notify a
registrant for a second-level domain name of the trademark owner's
claimed rights when the registered domain name is an 'Identical
Match' to an owner's mark, and also notify the trademark owner after
such a domain name has been registered."6 7

In addition to these front-end protections on the registration
process, ICANN has an existing process in effect for trademark
owners to dispute registered second-level domains.68 ICANN adopted
the Uniform Domain Name Dispute Resolution Policy ("UDRP") in

59. See Cooper, supra note 44 ("Objections to new gTLD applications can be made as
soon as they are posted to the ICANN site for a period of approximately five months.
However, you will only have two weeks to file objections once the Initial Evaluation
results are made available.").

60. Barengolts & Beeman, supra note 58.
61. Id.
62. Id.
63. Id.
64. Id.
65. See id. ("New TLD registry operators will have to provide a Sunrise period for at

least 30 days during the pre-launch phase of the TLD.").
66. See id.
67. Id. "The Trademark Claims service is required to operate during the first 60 days

of a TLD launch period." Id. (citing GUIDEBOOK, supra note 54, § 6.1).
68. See Uniform Domain-Name Dispute- Resolution Policy, ICANN, http://www.

icann.org/en/udrp/udrp.htm (last visited Jan. 12, 2013).
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late 1999 shortly after acquiring control of the Internet DNS.6 9

Basically, the UDRP is a set of rules used in an outsourced
arbitration proceeding that has become a more efficient and cost-
effective litigation alternative for resolving domain name trademark
disputes.70 UDRP disputes are usually resolved within sixty days and
can cost as little as $1,500.1'

Concurrent with the launch of the new gTLD program, ICANN
is implementing another post-registration dispute system that, while
similar, differs from the UDRP in important ways.72 The Uniform
Rapid Suspension System is intended to be an even quicker and less
expensive system as compared to the UDRP and is intended for
"clear cases of trademark abuse."" ICANN has not yet chosen
providers for the system, so the rules and procedures are not
finalized.74 However, it is anticipated that a complaint under the
system will only cost $300.1' The final new safety measure ICANN
implemented is another post-delegation dispute resolution procedure
("PDDRP").76 The PDDRP is specifically designed to provide action
against gTLD registries that violate trademark owners' rights (as

69. Timeline for the Formulation and Implementation of the Uniform Domain-Name
Dispute-Resolution Policy, ICANN, http://www.icann.org/en/udrp/udrp-schedule.htm (last
visited Jan. 12, 2013).

70. See Frequently Asked Questions (and Answers) About UDRP, CHILLING
EFFECTS, http://www.chillingeffects.org/udrp/faq.cgi (last visited Jan. 12, 2013).

71. WIPO Guide to the Uniform Domain Name Dispute Resolution Policy (UDRP),
WIPO: ARB. AND MEDIATION CENTER, http://www.wipo.int/amc/en/domains/guide/#b3
(last visited Jan. 12, 2013) ("For a case filed with the WIPO Center involving between 1
and 5 domain names that is to be decided by a single Panelist, the fee is USD1500. For a
case that is to be decided by 3 Panelists, the fee is USD4000. For a case involving between
6 and 10 domain names that is to be decided by a single Panelist, the fee is USD2000 and
USD5000 for a case that is to be decided by 3 Panelists.").

72. See Barengolts & Beeman, supra note 58.
73. Id.
74. Id.
75. Id. Additionally,

a prevailing trademark owner will not acquire the infringing domain name,
instead, the domain name will point to a holding page until the end of the then
current registration period. After the suspension ends, anyone will be free to
register the domain name. Third, the domain name registrant (the alleged
infringer) will have only 14 days to respond to a complaint (subject to a one week
extension). Fourth, the trademark owner will face a higher burden of proof-clear
and convincing evidence-and there can be no genuine issues of fact for the
trademark owner to prevail. Fifth, a complaint listing more than 15 domain names
registered to the same registrant will be subject to a Response Fee refundable to
the prevailing party, i.e., a 'loser pays' system. Finally, a finding against the
trademark owner will always be without prejudice, so another URS proceeding or
action under the UDRP may be filed against the same domain name.

Id.
76. Id.
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opposed to registrants of second-level domains within those gTLDs),
but that procedure is currently not well defined.]

III. NEW GTLDS AND THE CONSUMER

ICANN has laid the groundwork toward a robust system for
dealing with possible trademark issues arising from the
implementation of its new program. All of these measures, however,
are focused on protecting the trademark owner while none of them
explicitly attempt to protect the consumer or even acknowledge the
consumer as a factor in the trademark analysis. The consumer,
however, is a central concern in trademark law; ICANN's program
results in a number of unintended or possibly uncontemplated
negative consumer consequences.

The American free-market economy is based on the idea of
competition." This idea of competition includes the right to copy. *
"[A]nyone's business ideas, inventions, writings and symbols, once
disclosed to the public, are in the public domain and may be freely
copied."" Therefore, "[p]ublic domain is the rule: intellectual
property is the exception."' Trademarks are one of these intellectual
property exceptions to free competition.82 The trademark law
exception is a public policy decision intended to balance "[t]he
interest of the public in not being deceived" and the idea of free
competition against the trademark owner's "interest in not having the
fruit of his labor misappropriated." 3 The public interest "has been
called the basic [trademark] policy," while the trademark owner's

77. Id. ("[N]o provider has been chosen to administer the PDDRP as of [November
2011], so the procedures outlined in the current Guidebook are subject to change. For
now, the two causes of action a trademark owner may bring against a registry are: 1)
against the registry's use of a string for a top-level domain name that is identical or
confusingly similar to a mark and where the top-level domain takes unfair advantage of
the distinctive character or the reputation of the complainant's mark, or impairs the
distinctive character or the reputation of the complainant's mark, or creates a likelihood of
confusion with the complainant's mark; and 2) where the registry engages in affirmative
conduct exhibiting a 'substantial pattern or practice of specific bad faith intent' to profit
from the sale of infringing domain names. One example of the latter offered in the
Guidebook is where the registry engages in a practice of acting as the registrant for
infringing domain names in an effort to monetize and profit from them.").

78. See MCCARTHY, supra note 10, § 1:1. The law of supply and demand does not
work with monopolies, which are believed to be less economically efficient. Id.

79. Id. § 1:2.
80. Id.
81. Id. (citing 2 J. THOMAS MCCARTHY ET AL., MCCARTHY'S DESK ENCYCLOPEDIA

OF INTELLECTUAL PROPERTY 488-491 (3d ed. 2004)).
82. Id.
83. Id. § 2:1.
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interest has been described as something that "should not be
disregarded."84

Given the policy rationale behind the existence of trademark
law, it is troubling that ICANN would model its entire trademark
protection system around the rights of the trademark owner and not
the public. ICANN's approach to trademark law, however, is not
unique; there has been a steady trend toward greater trademark
owner protection and a concurrent erosion of consumer protection.

As trademark law expanded, it became a vehicle for mark
owners to control an increasing array of unauthorized uses,
whether or not consumers were deceived. Courts continue to
state that they are honoring the two traditional trademark
policies of protecting consumers and mark owners. However,
the actual alignment often breaks apart .... The expansion of
trademark law is resulting in trends that ignore or harm
consumer interests.86

"An economic study commissioned [by] ICANN to analyze the
new gTLD process recently concluded that 'the biggest likely costs' of
approving new gTLDs are 'consumer confusion and trademark
protection.' "87 Thus, it is pertinent to consider the consumer
trademark implications of the new gTLD program.

Consumer impacts from trademark issues generally relate to
consumer confusion and deception, consumer efficiency, and product
or service cost. So, while there are myriad trademark issues raised by
ICANN's new program, they all tend to impact consumers in one or
more of the above enumerated ways.

A. Trademarks and Consumer Confusion/Deception
Trademarks are meant to be source-identifying, and, as a result,

there is an inherent connection between the mark owner and the
consumer." The consumer is able to ascertain the provider of the
good or service by examining the trademark.9 0 If a competitor

84. Id. But see generally Mark P. McKenna, The Normative Foundations of
Trademark Law, 82 NOTRE DAME L. REV. 1839 (2007) (questioning trademark law's core
policy of consumer protection).

85. See Gerhardt, supra note 11, at 427.
86. Id. at 430-31.
87. R. Shawn Gunnarson, New gTLDs and Their Hidden Costs: Part 2, CIRCLEID

(Aug. 6, 2010, 8:36 AM), http://www.circleid.com/posts/
new gtlds-and-their hidden costs-part_2/.

88. See id.
89. See MCCARTHY, supra note 10, § 2:1.
90. See id. § 2:33.
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attempts to sell his or her product with the same or similar mark of a
trademark owner, the consumer will be confused or deceived as to the
source of the good or service.91 Trademark law serves to protect
against consumer confusion, and proof of infringement is based on
the likelihood of consumer confusion. 9 2

Since the advent of the Internet, there has been a pervasive
concern regarding various potential, unauthorized uses of trademarks
in second-level domain names.93 These include uses by innocent
businesses that may have unintentionally chosen marks that are
confusingly similar to registered trademarks (junior users)94 as well as
bad actors who either attempt to pass off their products on consumers
utilizing the good will of the trademark owner or who attempt to
perpetuate a crime such as identity theft via "phishing" sites.9' For
example, if Nike owned and used the domain name "nike.com," an
unauthorized user could register and use similar domain names such
as "nikeshoes.com" or any sort of common typo such as "nikee.com."

The release of the new gTLD program has the potential to
increase the scope of this problem exponentially.96 Currently, junior
users and would-be infringers are limited by the TLDs on which they
may register second-level domains. This is because that, while there
are twenty-one TLDs available, ".com" is universally preferred by
registrants due to consumer knowledge and expectation.7 In fact,
most consumers would not recognize most of the twenty-one TLDs

91. See id.
92. See, e.g., AMF, Inc. v. Sleekeraft Boats, 599 F.2d 341, 346 (9th Cir. 1979); Polaroid

Corp. v. Polaroid Electronics Corp., 287 F.2d 492, 495 (2d Cir. 1961).
93. As a result, the Anticybersquatting Consumer Protection Act was specifically

passed to address these concerns. Pub. L. No. 106-113, 113 Stat. 1501, 1501A-545 (1999)
(codified as amended at 15 U.S.C. § 1125(d) (2006)).

94. "Junior User: The second or subsequent user of a mark who may or may not have
rights in the mark depending whether the mark is being used in the same territory as the
senior (first) user." Trademark Glossary Entries G-L, MARKLAW.COM, http://marklaw
.com/trademark -glossary/G- L.htm (last visited Jan. 12, 2013).

95. See Anticybersquatting Consumer Protection Act, 113 Stat. at 1501A-545.
Phishing is a method scam artists use to attempt to gain personal information from
Internet users. See Phishing Definition, DICTIONARY.COM, http://dictionary.reference
.com/browse/phishing (last visited Jan. 12, 2013). This is accomplished by the scam artists
purporting to be a trusted entity, such as a website for a well-known brand. See id.

96. See Bob Liodice, How to (Unnecessarily) Encumber the Internet and the Economy,
FORBES (Sept. 30, 2011, 1:16 PM), http://www.forbes.com/sites/onmarketing/2011/09/30
/how-to-unnecessarily-encumber-the-internet-and-the-economy/ ("With ICANN doubling
the number of potential top-level domains there will be many more Internet addresses,
where a would-be spammer or online fraudster can hide.").

97. See Jayaraj, supra note 7 ("You should always aim for the .com version of a name.
When people first start getting used to the Internet, some of them will just type in what
they are looking for and put a .com at the end of it.").
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currently available.' This results in a relatively small field of play for
junior users or would-be infringers. Now that the application process
is closed, we know the playing field will expand dramatically and the
problem will be much larger." The exact scope of this problem has
yet to be determined. Nevertheless, the fact remains that
unauthorized trademark use will continue to increase in the future
and no one yet knows to what extent.

The increased frequency and variety of similar or unauthorized
trademark use will only increase consumer confusion.100 Consider the
Nike example above, only applied to a landscape of potentially
unlimited TLDs. There could be "nike.shoes," "nike.apparel,"
"nikeshoes.shoes," "shoes.nike," "nike.nike," "nike.shopping," or any
other combination that a consumer might believe to be associated
with the brand Nike. There could also be any common typo added to
any of these gTLDs, such as "nikee.shoes." This problem in brand
isolation is immense, and considering this problem across all brands
reveals the problem's true scope."o' As discussed above, ICANN
implemented safety mechanisms aimed at protecting trademark
owners against these contingencies,10 2 but the fact that these safety
mechanisms require diligence by the trademark owner means that
they are an imperfect solution. Trademark owners may not find all
unauthorized uses, and there is a substantial economic cost of the
constant monitoring needed to detect infringements.o

In addition to second-level domain abuse, there is concern that
these confusing practices will spill over into the gTLDs.10 4 The
likelihood of this occurring is relatively small, primarily due to the
cost-prohibitive nature of gTLD registration and the safety measures

98. See Loren Baker, Which Domain Name Should I Register?, SEARCH ENGINE J.
(Apr. 8, 2005), http://www.searchenginejournal.com/which-domain-name-should-i-
register/1554/ ("Some feel that other extensions in time will develop .com-like recognition
and be typed-in and be well known as they are advertised by businesses that start to use
them. Others feel that this is unlikely to happen to any great extent due to the strength of
the .com brand.").

99. Program Statistics, ICANN: NEW GENERIC TOP-LEVEL DOMAINS, http://newgtlds
.icann.org/en/program-status/statistics (last updated Jan. 11, 2013).

100. See Liodice, supra note 96.
101. Trademark owners will attempt to minimize the confusion by implementing

strategies aimed at protecting their brands, but there are additional cost and efficiency
impacts to consumers resulting from these brand owner's measures. See discussion infra
Part III.B-C.

102. See supra Part II.
103. See infra Part IlI.C.
104. See, e.g., Lachlan Urquhart, ICANN Now Accepting New gTLD Applications; Are

Cybersquatters Still a Real Risk?, NAKED SECURITY (Jan. 12, 2012), http://nakedsecurity
.sophos.com/2012/01/12/icann-now-accepting-new-gtld-applications-are-cybersquatters-
still-a-real-risk! (finding that "well funded parties may still pose a risk").
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ICANN has implemented in the registration process.105 However,
because some groups have the resources to register a gTLD and some
trademark owners may not be vigilant, risk of consumer confusion at
the TLD level is still possible. 06 The impact of this type of confusion
may or may not be more damaging than second-level domain name
confusion. This will ultimately depend on a complex variety of
interacting factors regarding how the new gTLD program integrates
into the Internet including who buys gTLDs, which type of gTLDs are
purchased (i.e. ".category" or ".brand"), how the trademark owners
market these gTLDs, how Google and other search engines integrate
these new gTLDs, and how the consumers use these new gTLDs.' 07

The potential for consumer confusion is not limited to the
potential for unauthorized use of trademarks. The new gTLD
program allows trademark owners to engage in questionable conduct
that can cause confusion as well.'0 A trademark owner may apply for
a ".category" TLD, as opposed to a ".brand" with its trademark, in
hopes of monopolizing the market segment in which that brand
competes. 109 For example, if Nike decides to apply for ".shoes," they
may acquire a monopoly on the shoe segment of the Internet retail
industry.1 o Again, this depends on how the gTLD program integrates
into the Internet. However, if consumers come to rely on TLDs for
market segment indicators, anyone in control of a ".category" TLD
would have a monopoly.'

105. See supra Part 1.
106. See Urquhart, supra note 104.
107. See Angeles et al., supra note 48 (discussing the uncertainty of the gTLD program

impact based on who registers and how many register TLDs); see also Farah Bhatti &
Annie Albertson, The Advent of ".anything"-Part 2, INSIDE COUNSEL (Oct. 7, 2011),
http://www.insidecounsel.com/2011/10/07/the-advent-of-anything---part-2 (questioning the
future success of new gTLDs based on Internet users' ability to discern the difference
between TLDs and second-level domains); AfiliasLimited, ICANN New gTLD Question
How Will a New TLD Affect SEO (Search Engine Optimization)?, YouTUBE, http://
www.youtube.com/watch?v= MqvKHcsyyw (last visited Jan. 12, 2013) (discussing the fact
that search engine algorithms are proprietary and that the search engines have not made
public comments about the new gTLDs yet).

108. See Dennis S. Prahl & Eric Null, The New Generic Top-Level Domain Program: A
New Era of Risk for Trademark Owners and the Internet, 101 TRADEMARK REP. 1757,
1776-78 (2011).

109. See id. ICANN has a process for objecting to these types of registrations that relies
on community-based groups to object and prove substantial community opposition. Id.
There is an alternate objection process that relies on an "independent objector." Id. This
independent objector is an appointed person who works in the interest of the public. Id.
These mechanisms require affirmative action by objecting parties so there is the real
possibility of ".category" registrations by trademark owners. See id.

110. See id.
111. See id.
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The potential for this result is especially surprising given that
trademark law has an absolute prohibition against trademarks that
are deemed to be generic.112 Generic trademarks are not allowed
because it preempts the field for competitors and also inherently fails
as a source identifier for consumers."' Therefore, generic trademarks
cause consumer confusion in the sense that consumers are confused
as to a generic term being source identifying or simply descriptive of a
genre of product or service.114 In the TLD sense, the resulting
confusion may be of a more deceptive nature. Consumers may
assume that ".category" defines a market segment with free
competition and be deceived as to the singular ownership of such a
".category" by a brand owner. For example, if Nike bought the
".shoes" TLD, then it would have control over all second-level
domains on that TLD. So if a consumer decides to shop on the
".shoes" TLD, he or she may expect to find a large cross-sample of
offerings from the shoe industry, but in reality, the consumer would
only be able to access websites that Nike has approved or actively
controls.

Consumers' Internet usage habits are also relevant in the
trademark consumer confusion analysis. Internet users today rely
heavily on search engines as opposed to guessing and manually
entering domain names into an address bar."' Therefore, the extent
of consumer confusion resulting from the new gTLDs depends to a
large degree on how search engines such as Google handle the
expansion. Search engines have been largely silent on the issue, but
experts at the Columbia Business School believe that TLDs will be
given preference over second-level domains. 1 16 For example,
"nike.com" would appear lower in a list of search results than would

112. See Filipino Yellow Pages, Inc. v. Asian Journal Publications, Inc., 198 F.3d 1143,
1147 (9th Cir. 1999) ("A 'generic' term is one that refers, or has come to be understood as
referring, to the genus of which the particular product or service is a species." (quoting
Surgicenters of Am., Inc. v. Med. Dental Surgeries, Co., 601 F.2d 1011, 1014 (9th Cir.
1979))); RESTATEMENT (THIRD) OF UNFAIR COMPETITION § 15 (1995) ("A user cannot
acquire rights in a generic designation as a trademark . . . .").

113. See MCCARTHY, supra note 10, § 12:1 ("Sometimes the phrase 'generic mark' is
used to denote generic names. However, this is an inherent contradiction or an oxymoron
.... Either a designation is protectable as a 'mark' or it is a 'generic name' . . . ."). "To
grant an exclusive right to one firm of use of the generic name of a product would be
equivalent to creating a monopoly in that particular product, something that the
trademark laws were never intended to accomplish." Id. § 12:2.

114. See id. § 12:1.
115. See Lisa E. Phillips, How Important Is Search to Users?, EMARKETER (Jan. 27,

2009), http://www.emarketer.com/Article.aspx?id=1006885 (demonstrating that as of 2009,
statistics indicate that eighty-one percent of Internet users utilized search engines).

116. See AfiliasLimited, supra note 10.
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"anything.nike." 117 Additionally, experts also believe that the search
engines will give preference to shorter TLDs.1 s Therefore,
"anything.Hewlett-Packard" would not fare as well as "anything.HP"
in search result position."9 Depending on how many new gTLDs are
registered, how many second-level domains are registered on those
new TLDs, and the extent to which those registrations are of the
types discussed above, search engine results may serve to amplify
overall consumer confusion.

B. Trademarks and Consumer Search Efficiency
ICANN's failures to consider consumer concerns in designing its

new gTLD program will also negatively affect consumer search
efficiency, which results, in large part, from brand identity fostered by
trademark law. According to "leading economic theorists ...
'trademark law ... can best be explained on the hypothesis that the
law is trying to promote economic efficiency.' "120 This is evidenced in
the goal of trademark law to enable consumers to use trademarks as
informational shortcuts. 121 Trademark recognition may signal quality
or invoke a memory of a past good experience with a product or
service, thus allowing consumers to bypass research and product
comparison on routine purchases. 12 2 Ultimately, "trademarks reduce
the customer's cost of collecting information about products and
services . . . and the time required to acquire it." 123

The fundamental efficiency issue surrounding the new gTLD
program with consumers relates to the time spent finding trademark
informational shortcuts.12 4 Consumers manifest this efficiency loss in
the use of search engines. Use of a trademark as an informational
shortcut is only available if the consumer can find the actual brand
associated with that trademark. If search engine results become less

117. See id.
118. See id.
119. See id. This issue also raises an interesting fair competition concern. See KATZ ET

AL., supra note 9, at 6 (comment by Paul Tattersfield). If search engines give preference to
shorter TLDs, companies will likely want to buy TLDs with their abbreviated names. See
id. However, ICANN has reserved all two-character TLDs for country codes. See id.
Therefore, "anything.HP" would not be available to Hewlett-Packard, but IBM would
have no problem registering ".IBM." See id.

120. See MCCARTHY, supra note 10, § 2:3 (citing William M. Landes & Richard A.
Posner, The Economics of Trademark Law, 78 TRADEMARK REP. 267, 267 (1988)).

121. See id.
122. See id.
123. Id. § 2:5.
124. This is largely due to the fact that the majority of Internet users rely on search

engines to find their desired websites. See Phillips, supra note 115.
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accurate because of the gTLD program, then consumers will find it
more difficult to find their intended search result(s). Search engine
result accuracy can be adversely affected by both the structure of the
search algorithm in response to the new gTLDs and in the sheer
volume of potentially relevant or irrelevant results. 25 Currently, a
Google search on the phrase "Ford cars" yields over eight million
results and this number will surely increase with the expansion of
gTLDs.12 6 Yet, research shows that consumers expect to find their
intended result on the first page of results, which generally consists of
the first ten organic results.12 If users are forced to sort through
numerous pages of search results, consumers will have to commit a
greater amount of time to finding their informational trademark
shortcut.

ICANN's new gTLD program introduces a number of
contributing factors to the volume of irrelevant search results. The
potential for increased unauthorized use is one source.128 A less
obvious source is Internet sprawl by trademark owners. Specifically,
trademark owners may follow a strategy of protecting their
trademarks by making numerous second-level domain registrations
on many of the new gTLDs in an attempt to curtail unauthorized
use.129 For example, Ford could choose to register its brand on related
TLDs such as "Ford.cars," "Ford.autos," "Ford.automobiles,"
"Ford.marketplace," "Ford.dealers," "Ford.maufacturing,"
"Ford.Chevy," or even unrelated TLDs such as "Ford.IBM" or
"Ford.CBS." In addition, Ford could register second-level domain
variants, including common typos, on any gTLD. The potential result
is exponentially repetitious domain registration, which can have the
effect of increasing the total number of search results for a given
trademark.1 30 If these sites appear in search results, consumers will
then have to spend time distinguishing the redundant registrations

125. See supra Part I.A.
126. GOOGLE, http://www.google.com/ (search "Ford cars") (last visited Jan. 12, 2013).
127. See eBusiness Consulting for Manufacturers and Distributors, MINDHARBOR,

http://www.mindharbor.com/online-marketing.asp (last visited Jan. 12, 2013). Statistics
show that people rarely go beyond the top thirty search results. See id. ("In fact, the top 20
results get over 90% of search traffic and the top 10 results receive nearly 80% more
traffic than those in positions 11-30 achieve.").

128. See supra Part IlIl.A.
129. See T. Earl Levere & Amy R. Tulk, New Generic Top-Level Domains Will Bring

New Threats to Trademark Owners, THE FED. LAW., Oct. 2011, at 16.
130. See id. It would make sense for trademark owners who follow this strategy to

disable these redundant second-level domain registrations in order to reduce these search
inefficiencies, but trademark owners may feel that if they have these redundant second-
level domains active and re-direct to their primary domain, they will increase their odds of
reaching the consumer. Id.

88 [Vol. 91



ICANN'S NEW GTLD EXPANSION

from the primary domain name. They will also have to determine if
the redundant registrations are unauthorized or maybe even
authorized by third parties. Also, if consumers are searching for
products tangentially related to a particular brand name, the potential
sprawl created by the brand owner could make it very difficult for
consumers to find these related products. For example, if Ford creates
a multitude of second-level domain registrations in an attempt to
protect its brand, it may become hard for consumers to find
companies selling aftermarket automotive products for Ford vehicles.
The net result is a loss in consumer efficiency.

C. Trademarks and Consumer Cost
On the sliding scale of economic competition, with complete

laissez faire on one end and total socialization on the other,
government-granted trademarks is a step toward regulation and away
from laissez faire.31 It would seem that any step away from total free
competition into a "regulated competition" regime would result in
increased cost to the consumers. However, when passing the Lanham
Act, 132 the federal trademark legislation, the Senate found that
"[t]rade-marks, indeed, are the essence of competition, because they
make possible a choice between competing articles by enabling the
buyer to distinguish one from the other." 133 Therefore, regulation
imposed by trademark law seems to make no concession for increases
in consumer pricing on products and services.134 The new gTLD
program, however, seems to have many negative economic impacts
on the consumer. These adverse effects generally arise through
trademark owners passing increased operating costs to the
consumers, or from decreased competition leading to higher pricing
of products and services.

In response to the gTLD expansion, trademark owners will
generally take either an offensive or defensive posture toward the
protection of their marks against unauthorized uses. 136 They may
choose to offensively register TLDs or to register second-level
domains on the newly created TLDs. 13 Alternatively, brand owners

131. See MCCARTHY, supra note 10, § 1:3.
132. Pub. L. No.79-489, 60 Stat. 427 (1946) (codified as amended at 15 U.S.C. §§ 1051-

1129 (2006)).
133. S. REP. No. 79-1333, at 4 (1946).
134. See MCCARTHY, supra note 10, § 2:13.
135. See George J. Stigler, Monopoly, CONCISE ENCYCLOPEDIA ECON., http://www.

econlib.org/library/Enc/Monopoly.html (last visited Jan. 12, 2013).
136. See Angeles et al., supra note 48.
137. See id.
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may choose to defensively monitor TLD and second-level domain
applications and then follow the various procedures set up for
objecting to these registrations.' The offensive posture will cost over
two million dollars for a single TLD as well as unidentified additional
costs for each additional second-level domain registered on other
TLDs."' Even after these expenditures, a trademark owner will still
need to maintain some level of defensive monitoring to ensure that
future unauthorized uses do not surface. The cost associated with the
defensive strategy is difficult to quantify. Trademark owners already
monitor second-level domain registrations for unauthorized uses, but
as discussed above, the TLD expansion presents a problem of
scope. 140  The expanded opportunity for unauthorized uses
necessitates increased resources being dedicated to monitoring these
uses. Also, the cost associated with challenging these unauthorized
uses may increase based solely on increased volume. Regardless of
the trademark owner's strategy, the cost to the trademark owner will
rise with no tangible return on investment. 14 1 Ultimately, this cost
increase will be levied on the consumer, again with no tangible
improvement to the underlying product or service.142

There is an additional concern for companies choosing an
offensive posture and seeking to register a ".brand" gTLD. The
Internet is a global community, and therefore the new gTLD
expansion affects companies worldwide and across all industries.
ICANN's trademark safety measures seem to disregard the possibility
of identical valid trademarks being held concurrently by U.S. and
foreign companies,143 or even valid trademarks held in dissimilar
market segments solely within the United States.144 In the absence of
a reasoned resolution process set forth by ICANN, it is likely that a

138. See id.
139. See supra note 48 and accompanying text.
140. See supra Part I.A.
141. See Dollars and Sense, GTLD STRATEGY: A FAIRWINDS BLOG (Sept. 12, 2012)

http://www.gtldstrategy.com/brand-protection-strategies/dollars-and-sense (illustrating the
costs of second-level domain registration on brand owners across multiple new gTLDs).

142. Are Most Corporate Tax Hikes Passed on to Consumers?, FINANCIAL WEB, http://
www.finweb.com/taxes/are-most-corporate-tax-hikes-passed-on-to-consumers.html (last
visited Jan. 12, 2013) ("Generally speaking all of the costs incurred by a company to offer
a product or service are included in the pricing of a company's products or services.").

143. See Lawrence, New Top Level Domains: Implications for Trademark Owners,
WEB TM (Sept. 15, 2011), http://webtm.com/category/trademarks/international-
trademarks/ (limiting discussion of filing by foreign mark owners to preemption of other
potential registrants).

144. For example, "Delta" for airline service and "Delta" for faucets.
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bidding war will result.14 5 In this instance, ICANN receives a windfall
while consumers bear the ultimate burden of the bidding war cost.

One other potential cost stems from the fact that the expansion
of gTLDs may negatively impact the relevance of search engine
results. 146 As a consequence, trademark owners may find greater
incentive to buy keywords from search engines in order to appear in
the "advertiser results" at the top of the first page of any set of search
results.147 The increased demand from trademark owners will, in turn,
drive up keyword prices and the increased business cost will be
passed to the consumer.148 While keyword advertising arguably
benefits the consumer,149 in this case, there is no net benefit to the
consumer because the increase in demand for keywords will be from
companies that lose organic search result positioning due to
redundant domain registrations. The net result is a shift of relevant
results from the organic to the sponsored results, but no addition of
consumer value, since consumers would otherwise have been able to
find these companies in the organic results.5 o

In addition to increased business operating cost, anti-competitive
consequences emerge as a result of the gTLD expansion. Beyond just
the potential for consumer confusion posed by trademark owners
registering ".category" TLDs,"' there is an obvious economic impact
as well. As explained above, if the new gTLDs are integrated into the

145. Fran Foo, Domain Bid War About to Break Out: Domain Name Scheme,
AUSTRALIAN (Mar. 23, 2010, 12:00 AM), http://www.theaustralian.com.au/australian-
it/domain-bid-war-about-to-break-out-domain-name-scheme/story-e6frgakx-
1225843977845.

146. See supra Part III.B.
147. There are two types of webpage results in most modern search engines: organic

and sponsored advertisements. See Anita Schott, SEO-The Basics, INSTANT POSITION,
http://www.instantposition.com/websitepromotion/seo/basics.htm (last visited Jan. 12,
2013). Organic search results are based on proprietary search engine algorithms that
evaluate webpage content while sponsored results are paid for by advertisers who
purchase keywords. See id. Sponsored results enjoy premium positioning in the results
because of the fee paid to the search engine provider. See id.

148. Keyword prices are not insignificant. See Robin Wauters, What Are the 20 Most
Expensive Keyword Categories in Google AdWords?, TECHCRUNCH (July 18, 2011),
http://techcrunch.com/2011/07/18/most-expensive-google-adwords-keywords/. A report
ranking the most expensive keywords reveals that buying the keyword "insurance" will
cost a business almost $55 per consumer click. Id. In fact, Google makes ninety-seven
percent of its revenue ($33.3 billion over a twelve-month period) through keyword sales.
Id.

149. See Gerhardt, supra note 11, at 471.
150. Sponsored results and the first ten organic results generally appear on the first

page of search results for most major search engines. See, e.g., GOOGLE, http://
www.google.com/ (type any search term and observe the first result page).

151. See supra Part III.A.
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Internet in such a way as to create consumer expectations in the TLD,
then a trademark owner also owning a TLD in the generic category in
which the trademark competes may create a monopoly for that
owner. 15 2 Monopolies are the antithesis of free competition and
enable the trademark owner to exact monopoly pricing, at least in the
online sector.' The fact that ICANN's program, based on the theory
of increasing competition, has the effect of potentially allowing or
encouraging monopolies seems to indicate a fundamental flaw in the
program design.

There are other monopolistic concerns with the gTLD
expansion. The cost of entry is one such concern. While the high cost
to register a TLD may be a deterrent to potential infringers, it is also
a deterrent to many legitimate competitors. The cost structure
disadvantages smaller companies with fewer resources and makes it
more likely that if search engines do favor TLDs over second-level
domains, competition will decrease. 15 4 Once competition decreases,
basic economics dictates that consumer prices will increase.'

IV. NEW GTLDS AND THE CONSUMER:
PROPOSED REMEDIES

ICANN is moving forward with the program launch and has
completed the first application round.156 Therefore, it may be
premature to suggest remedies at this stage in the new gTLD rollout.
However, these potential issues have not been missed by the
commercial sector, and there is a growing opposition to ICANN's
initiative."' The Coalition for Responsible Internet Domain
Oversight ("CRIDO") is leading this opposition and is mainly
comprised of brand owners and their marketing representation.'
CRIDO membership is substantial: its members represent ninety
percent of annual worldwide spending on marketing.15 9 CRIDO
"object[s] to ICANN's proposal for 'deeply flawed justification,
excessive cost and harm to brand owners, likelihood of predatory

152. See supra Part IlIl.A.
153. See Stigler, supra note 135.
154. See supra Parts I-II.
155. See Stigler, supra note 135.
156. See Welcome to ICANN!, supra note 5 (click on "Program Status"). The first

registration round resulted in 1,930 gTLD applications. Program Statistics, supra note 99.
157. See Sheila Shayon, In gTLD Debate, More Big Brands Take Issue with ICANN's

Dotbrand URLs, BRAND CHANNEL (Nov. 18, 2011, 11:14 AM), http://www.
brandchannel.com/home/post/2011/11/18/ICANN-gTLD-Debate-Continues-111811.aspx.

158. Id.
159. Id.
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cyber harm to consumers and lack of stakeholder consensus . . . .' "16
Additionally, many outside of CRIDO have called for further study
as to the impact of ICANN's program prior to implementation in
ICANN's public forum.161 Unfortunately, ICANN has largely ignored
these concerns.162

While some amount of consumer confusion, decreased efficiency,
and adverse cost impact are unavoidable with the expansion of
gTLDs, there are a number of program changes that would mitigate
many of the consumer trademark concerns. One improvement would
be the incorporation of a wholesale ban on private, for-profit entities'
ability to register ".category" TLDs. These TLDs should be reserved
for community-based registrations so that category monopolies by
brand owners are not possible. This is in line with trademark law and
protects the consumer against this particular form of unfair
competition.163

Second, because ICANN is a non-profit corporation, there are
other protections that can ensure ICANN is being fiscally responsible
in implementing its new gTLD expansion. ICANN should maintain
transparent accounting in registration and maintenance fees, and
refund any over estimates in the cost of program administration. 16 4

The high cost to entry is a positive barrier to many potential bad
actors. However, it is also a cost that will be passed onto the
consumer to some degree and this cost should be minimized if the
basis for the fee is flawed or overstated. ICANN should also create a
procedure to competently and fairly handle the inevitable scenarios
where multiple registrants have legitimate claims to the same gTLD.
Currently, ICANN has not addressed this problem, and the large
costs accompanying bidding wars will not add any value to
companies' products, services, or TLD registries.165 Presumably
ICANN would keep the windfall from any bidding war; it is not clear
how this synchronizes with ICANN's non-profit status.16 6

160. Id.
161. See KATZ ET AL., supra note 9, at 10-11.
162. See id at 11. ICANN's blanket response to the expressed concerns was that "[t]he

Economic Framework is one stage in a multi-stage process. A follow-on report examines
several case studies in order to develop additional empirical information." Id.

163. See MCCARTHY, supra note 10, § 1.1.
164. There were 1,930 applications received in the first registration round. See

Welcome to ICANN!, supra note 5 (click on "Program Status"). This corresponds to over
$357 million in ICANN revenue from the application fees alone.

165. Foo, supra note 145.
166. See Eric Feigenbaum, Rules & Regulations of Nonprofit Organizations, .ORG,

http://org.enom.com/rules-regulations-nonprofit-organizations-348.html (last visited Jan.
12, 2013).
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Lastly, ICANN should coordinate the program with major search
engine providers. ICANN could minimize adverse consumer impact
by obtaining front-end input and agreement from the search engines.
ICANN could benefit also from allowing public forums where
interested parties could ensure that ICANN and the search engines
were aware of all the potential consumer trademark concerns.
ICANN would then be able to launch the program knowing that
these search engine providers were ready for implementation, and
that any potential technical issues have been addressed before going
live.

CONCLUSION
From a trademark law perspective, the new gTLD expansion is

fundamentally flawed. Traditionally, consumer confusion has been
the dominant factor in trademark law-it is the basis for proving
infringement.167 ICANN clearly spent a great deal of time considering
trademark owners' concerns and implementing measures to protect
their interests. The problem is that trademark law is based on an
interaction between consumers and trademark owners and that
concern for consumers is not reflected in any of ICANN's trademark
measures. Even in light of an ICANN-commissioned report finding
that consumer confusion is the biggest likely cost associated with
expanding gTLDs,168 there is no indication that ICANN attempted to
provide consumer protection. Likewise, there are similar negative
efficiency impacts to the consumer that were not considered or
addressed by ICANN during the planning phase of this program. The
adverse cost impact to consumers is particularly troubling given that
one of ICANN's stated goals for implementing the new gTLD
program was to facilitate competition. 16 9 However, in stark
contradiction to the fundamental premise of competition, and to drive
prices down, ICANN's program will have the exact opposite effect.

MATTHEW E. NIGRINY

167. See, e.g., AMF, Inc. v. Sleekcraft Boats, 599 F.2d 341, 346 (9th Cir. 1979); Polaroid
Corp. v. Polaroid Electronics Corp., 287 F.2d 492, 495 (2d Cir. 1961).

168. Gunnarson, supra note 87.
169. See supra Part I.
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